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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 9/22/08 has been entered. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 7 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 7 is indefinite because it depends on itself. 

Claims 1-3 and 6-8 are rejected under 35 U.S.C. 103(a) as obvious EP 532261 in view of 
ZA 200107995 alone or further in view of Chen (865) and EP 577375. 

EP 532261 teaches boron nitride abrasives coated with a first coating layer of a boride, 
carbide or nitride of a metal (i.e. titanium, etc.) and an outer layer of another boride, nitride or 
carbide. 
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EP 532261 fails to teach that the outer coating is a carbonitride (i.e. titanium), however, it 
is well established in the art of coating abrasives (i.e. cBN or diamond) that boride, nitride or 
carbide coatings are interchangeable with carbonitride coatings (i.e. functional equivalence of 
these coating for coating superabrasive grains to achieve desired results), as evidenced by ZA 
200107995 in the abstract, thus the substitution of a carbonitride coating for the carbide, nitrides 
of boride outer coating of the EP 532261 would have been well within the scope of the skilled 
artisan motivated by the fact that the secondary reference clearly teaches the interchangeability 
of a carbonitride coating for a boride, nitride or carbide coating when coating superabrasive 
particles. In other words, the substitution of one known functionally equivalent coating for 
another that is to be used for the same purpose (coating superabrasives) is well within the scope 
of the skilled artisan. In addition, the EP 532261 states that that the layer can be a nitride or 
carbide and thus it is reasonable that one skilled in the art would have clearly appreciated that 
said coating can be a mixture of the two specifically defined materials, such as a carbonitride 

Although EP 532261 does not coat diamonds but rather cBN, it is well established in the 
coating of superabrasive grains that either diamond or cBN grains can be coated with the same 
coatings, as is shown by ZA 200107995 in the abstract, Chen in claim 1 and EP 577375 in the 
abstract and in column 2, lines 30-38, thus the substitution of diamond for cBN as the abrasive to 
be coated with the layers of the EP 532261 in view of ZA 200107995 is clearly well within the 
scope of the skilled artisan (i.e. ZA 200107995, Chen and EP 577375 clearly teaches that 
diamond or cBN can be coated with the same coatings and one skilled in the art would have 
clearly appreciated that this concept of coating diamonds, as well as cBN, can be applicable to 
the disclosure of EP 532261) absent clear and critical evidence to the contrary. The examiner 
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has established a clear prima facie case of obviousness and burden is shifted to applicants to 
establish clear proof as to why one skilled in the art would not or could not, under any 
circumstances, be motivated to interchange one base particle for another when both are known to 
be coated with similar substances. 

Claim 3 is a product by process claim which provide no patentable distinction to the 
product. Applicants use process limitations to define the product and "product-by-process" 
claims do not patentably distinguish the product even though made by a different process. In re 
Thorpe 227 USPQ 964. 

Claims 1-3 and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Mensa- 
Wilmot (021). 

Mensa-Wilmot (021) teaches in the abstract, coating a diamond material wherein the 
coating is based on the materials defined in column 2, lines 45-54. Column 2, lines 62-65 
defines an example of a coating which includes (1) an inner layer of titanium nitride and (2) and 
outer layer of titanium carbonitride. 

The reference teaches a coated diamond material that includes the claimed structure and 
coatings, thus the reference anticipates the claimed invention. It is to be noted that the 
specification and original claim 5 defines that the superabrasive core can be a PCD substrate 
(same substrate as that defined by the reference). 

Claim 3 is a product by process claim which provide no patentable distinction to the 
product. Applicants use process limitations to define the product and "product-by-process" 
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claims do not patentably distinguish the product even though made by a different process. In re 
Thorpe 227 USPQ 964. 

Claim 8 is rejected under 35 U.S.C. 103(a) as obvious Mensa-Wilmot (021), as applied 
above, alone or in view of EP 577375. 

Mensa-Wilmot (021) fails to literally state hat the inner layer is titanium or chromium 
carbide. 

Although Mensa-Wilmot (021) fails to literally state in column 2, lines 62-65 that the 
inner layer is titanium or chromium carbide, the concept of coating the material with an inner 
layer and an outer layer (titanium carbonitride) is known by this reference and it is the examiners 
position that the specific materials applied in the respective layers defined in this passage are 
mere examples of the type of constructions. In view of this, one skilled in the art would have 
clearly appreciated and thus found it obvious that the materials used in the respective layers (i.e. 
inner layer in the case of the instant rejection) could include any of the known coatings as 
defined in column 2, lines 45-50, the motivation being that nitrides and carbides are known to be 
interchanged as coating materials. The examiner has established a clear prima facie case of 
obviousness and burden is shifted to applicants to establish clear proof as to why one skilled in 
the art would not or could not, under any circumstances, be motivated to use, as the inner coating 
layer defined by Mensa-Wilmot (021), any of the materials defined by column 2, lines 45-50 of 
the reference (two of which include the claimed materials-i.e. chromium carbide and titanium 
carbide)). 
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In the alternative, it is well established in the art of coating a diamond material that a 
nitride coating is interchangeable with a carbide coating (i.e. functional equivalence of these two 
layers, as shown by the EP reference in column 2, lines 31-32, thus the substitution of a carbide 
coating for the nitride coating of Mensa-Wilmot (021) would have been well within the scope of 
the skilled artisan motivated by the fact that the EP reference clearly teaches the 
interchangeability of a these two coatings when use to coat a diamond material. In other words, 
the substitution of one known functionally equivalent coating for another that is to be used for 
the same purpose (coating of a diamond material) is well within the scope of the skilled artisan. 
The examiner has established a clear prima facie case of obviousness and burden is shifted to 
applicants to establish clear proof as to why one skilled in the art would not or could not, under 
any circumstances, be motivated to interchange the coatings above. Although Mcnsa-Wilmot 
(021) is not directed to coating particles like the EP reference, both references are directed to the 
coating of a diamond material and one skilled in the art would have clearly appreciated that the 
coatings used on diamond particles can also be used on other diamond structures as would be 
apparent because of the chemistry involved (i.e. both are diamond materials). 

Applicant's arguments filed 9/22/08 have been fully considered but they are not 
persuasive. 

With respect to EP 532261, applicants argue that this reference does not teach (1) a 
diamond core and (2) a carbonitride coating. This is acknowledged, however, a combination 
rejection has been applied to show that these are obvious. 
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With respect to the ZA reference, applicants ask the question "what does this reference 
describe"? As is clearly outlined in the rejection, this reference teaches that in the art of coating 
abrasives (i.e. cBN or diamond), boride, nitride or carbide coatings are interchangeable with 
carbonitride coatings, thus establishing the functional equivalence of these coating for coating 
superabrasive grains to achieve desired results. 

With respect to the combination rejection, applicants would appear to be arguing that 
since the carbonitride coating of the ZA reference is the primary coating and not an outer layer or 
coating consistent with the instant claims, one would not look to this reference to apply 2 layers, 
an inner layer and an outer layer. This line of argument is not addressing the examiners reasons 
for determining obviousness (i.e. see examiners specific reasons for establishing that the use of a 
carbonitride coating in the teachings of EP 532261 is obvious in terms of the interchangeability 
and substitution aspects defined). In view of this, no further comment is necessary. 

Applicants also argue that EP 532261 only discloses cBN cores and that although the 
interchangeability of diamond and CBN can be done is some applications, this interchangeability 
can not be done in the coating of abrasives. The examiner disagrees because the ZA reference 
clearly shows that the same coatings can be applied to either diamond or cBN abrasive particles, 
thus clearly establishing that this interchangeability can be done in the coating of abrasives. In 
addition, it is to be noted as outlined above, that additional references have been used in the 
rejection to further establish evidence that this interchangeability can be done, as would clearly 
be appreciated by the skilled artisan. 

Applicants provide a statement as to diamond being carbon and cBN being boron and 
nitrogen. The examiner is well aware of the chemistry of diamond and cBN. Applicants state 
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that since the chemistry is different, so could the coating. The examiner is well are that the 
coating could be different, however, this argument is not persuasive because applicants state that 
the coatings "could be" different and "could be" does not state that the coatings must be 
different. 

Finally, applicants provide a statement that in view of the above arguments, in the field of 
coating abrasives, it is not the case that one can interchange diamond and cBN. The examiner 
disagrees because, as defined above, the ZA reference and the new references (Chen and EP 
577375) applied clearly teaches that when coating superabrasive particles based on the same 
coatings, one can use, as the superabrasive cither diamond or cBN, thus clearly establishing that 
one can interchange diamond and cBN when coating them with the same material. In other 
words, since the secondary references clearly show that the same coatings can be applied to 
either diamond or CBN abrasive particles, this clearly establishes that the interchangeability of 
diamond and cBN can be done in the art of coating abrasives. Finally, applicants show no clear 
and persuasive arguments (proof) as to why one skilled in the art would not or could not, under 
any circumstances, be motivated to interchange one base particle for another when both are 
known to be coated with the same coatings. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 



